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RESPONSE 



Sir: 

This is in response to the Final Office Action dated August 11, 2003, and is 
accompanied by a Request for Continued Examination and a request for a one-month 
extension of time and the associated fees of $770.00 and $110 00. 

In the Office Action, the Examiner rejected claims 23, 27 and 32 under 35 U.S.C. 102(b) 
as being anticipated by, or in the alternative under 35 U.S.C. 103(a) as being obvious in 
view of. Rench et al. The Examiner stated that Rench et al. shows a vacuum cleaner 
with a cleaning head 111, a pivotally mounted upper body portion 10, a blower motor 
61, removable cyclonic 21 and filter 23 separators. The Examiner stated that Rench et 
al. does not explicitly state the presence of a cyclonic container, but that it would be 
obvious to one skilled in the art that the 'pod' 27 is a container for cyclonic separator 21 

The applicant submits that claim 23 is directed to an upright vacuum cleaner having a 
cleaning head, an upper body portion pivotally mounted to the cleaning head, wherein 
the upper body portion includes a cyclonic cleaning stage having a removable cyclonic 
container therein. The vacuum cleaner further includes a motor for producing air flow, 
positioned above the cyclonic cleaning stage. 

Typical upnght vacuum cleaners have a common configuration whereby the motor is 
positioned in the floor cleaning head. One reason for this configuration is that the motor 
is typically heavy. If the motor were positioned in the handle at least some of the weight 
of the motor would always be carried by the user during use of the vacuum cleaner, 
wh n the handle is angled away from the vertical. The higher up th motor is on the 
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upper body the more weight is carried by the user during use. As such, it has become 
conventional to position the motor close to. or more typically, in the floor cleaning head. 

As a separate consideration, it is desirable to position the motor downstream from the 
filtering means in the vacuum cleaner so that air that enters the motor inlet has been 
cleaned by the filtering means. When the filtering means is positioned in the upper 
body of the vacuum cleaner, the air must be routed back down from the filtenng means 
to the motor, which is typically positioned in the floor cleaning head. 

The applicant has instead positioned the motor above the cyclonic cleaning stage. In so 
doing the air conduit from the cyclonic cleaning stage to the motor inlet may be made 
short and free of bends. As a result, the configuration of the present invention provides 
for a lower pressure drop, relative to the prior art configuration described above 
whereby the air is routed back into the floor cleaning head. 

As a result of the reduced pressure drop, the motor may be made smaller than the 
motor that would otherwise be required. A smaller motor reduces the load borne by the 
user as a result of the motors positioning in the upper body portion. Alternatively, the 
motor may be kept the same size as would have been required if the motor were 
positioned in the floor cleaning head, however, the overall performance of the vacuum 
cleaner is improved, because of the reduced pressure drop losses between the filtering 
means and the motor. 

The applicant submits that Rench et al. differs from the claimed invention in several 
respects The device of Rench et al. does not have an upper body portion that is 
pivotally connected with respect to the cleaning head. The applicant submits that only 
the handle of Rench et al.. which is shown at 119 pivots with respect to the rest of the 
unit Rench et al. describes the handle at column 10, lines 26-33 as being pivotally 
mounted to the front and rear sections 115 and 117. The handle 119 is also descnbed 
as being lockable via a latch 121 so that the entire machine can be tipped during use. 
The applicant submits that in order for the latch 121 to lock the handle 119 in position, 
the latch itself must be attached to a fixed (ie. non-pivoting) portion of the machine. The 
applicant submits that as shown in Figure 1, the latch 121 appears to be mounted in a 
position that precludes the possibility of the 'pod' 27 being pivotally connected to the 
floor engaging brushes, shown at 13 and 15. Accordingly, the applicant submits that 
the device of Rench et al. does not meet the claim language of claim 23. 

Furthermore the applicant submits that the device of Rench et al. is not an upright 
vacuum cleaner, but is instead a specialized device for stroking carpet cleaning 
granules through a carpet and along the carpet fibres. The device stands on two 
oversized counter-rotating brushes 13 and 15. which are positioned under a shroud 107 
(see Figure 3). The applicant submits that the specialized nature and function of the 
device of Rench et al. has resulted in its configuration, as described above, which is 
quite diff rent from that of an upright vacuum cleaner. The applicant submits that a 
person skilled in the art would not look to the device of Rench et al. particularly with 
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respect to issues regarding the weight of the upper body portion and th r suiting load 
on the user's hand when holding the upper body portion during use. 

The applicant submits that claim 23 is neither anticipated by. nor obvious in view of 
Rench et al. 

The applicant repeats and relies on the arguments made above for claim 23, for claims 
27 and 32. 

The Examiner has rejected claims 23, 27 and 32 under 35 U.S.C. 102(e) as being 
anticipated by, or in the alternative under 35 U.S.C. 103(a) as being obvious in view of 
Scalfani et al. The Examiner stated that Scalfani et al. shows a vacuum cleaner having 
a cleaning head 12, a pivotally mounted upper body portion 32. a blower motor 34 and 
removable cyclonic and filter separators 30 and 104. The Examiner admitted that 
Scalfani et al. does not disclose the presence of a cyclonic container, but does disclose 
a dirt cup 50. The Examiner stated that it would be obvious that the ain cup 50 is a 
container for the cyclonic separation stage 30. 

The applicant submits that the vacuum cleaner disclosed by Scalfani et al. is not an 
upright vacuum cleaner, but is Instead a stick vacuum cleaner (see column 2, lines 51- 
52. The configuration disclosed by Scalfani et al. is typical of a stick vacuum cleaner, in 
that the device has essentially no components in the cleaning head, and instead has the 
filter means, the dirt cup and the motor all in the upper handle portion. Such vacuum 
cleaners are typically relatively lightweight and compact, and are designed for light duty 
cleaning only. As a direct result of its intended use, all of the components are relatively 
small as compared to an upright vacuum cleaner. For example, the suction inlet, the 
filter assembly and the motor are all typically significantly smaller than those provided 
on an upright vacuum cleaner, which directly results in their relative light weight. As a 
result of their light weight, the load borne by the user during use is generally small 
relative to the load borne by a user during use of an upright vacuum cleaner 
Furthermore, as a result of the small size of the components of a stick vacuum cleaner 
all of the components are positioned relatively close to the cleaning head, regardless of 
their configuration. Therefore, the cleaning head supports a significant portion of the 
load during use, and the portion of the load borne by the user is again small relative to 
the load incurred by the user of an upright vacuum cleaner. As a result of the 
fundamental differences between stick vacuum cleaners and upright vacuum cleaners, 
a person skilled in the an would not look to a stick vacuum cleaner, such as the device 
of Scalfani et al. with respect to issues regarding weight and positioning of the motor. 

The applicant submits that claim 23 is neither anticipated by, nor obvious in view of 
Scalfani et al. The applicant repeats and relies on the argument made above for claim 
23, for claims 27 and 32. 

The Examiner has rejected claims 28-31 under 35 U.S.C. 103(a) as being obvious in 
view of either of Rench et al. or Scalfani et al, in combination with Fr y et al. The 
Examiner has reiterated his statements regarding Rench et al. and Scalfani et al, but 
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admitted that neith r Rench et al. nor Scalfani et al disclose a second separation stage 
that is an electrostatic precipitator. The Examiner stat d that Frey et al teach s a 
removable electrostatic precipitator positioned downstream from a cyclone and b low a 
blower motor. 

The applicant repeats and relies on the arguments made above for claim 23, for claims 
28-31 Furthermore, the device of Frey et al. is taught in the context of a canister 
vacuum cleaner. The applicant submits that there is no motivation to combine 
components from the canister vacuum cleaner of Frey et al. with the stick vacuum 
cleaner of Scalfani et al, or with the specialized carpet cleaning device of Rench et al. 
The applicant submits that such a combination of features could occur from these 
references only from a hindsight analysis. The applicant submits in any case, that the 
combination of features claimed in each of claims 28-31 are not obvious m view of 
Rench et al, Scalfani et al and Frey et al, either singly or in combination. 

The applicant acknowledges the Examiners presumption regarding common ownership 
of the claims, and the obligation under 37 CFR 156 to point out the inventor and 
invention dates for any claims not commonly owned at the time a later invention was 
made. 

The applicant submits that the application is now in condition for allowance. The 
applicant respectfully requests that a timely Notice of Allowance be issued in this case. 
If the Examiner should have any concerns, he is invited to contact the undersigned. 

Respectfully submitted, 
BERESKIN & PARR 




Philip C. Mendes da Costa 
Reg. No. 33,106 
Tel: (416) 957-1695 
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